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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. 
Since this application is eligible for continued examination under 37 CFR 1.114, 
and the fee set forth in 37 CFR 1.17(e) has been timely paid, the finality of the 
previous Office action has been withdrawn pursuant to 37 CFR 1.114. 
Applicant's submission filed on 2/23/2007 has been entered. 



Response to Arguments 

1 . Applicant's arguments with respect to the claims have been considered 
but are moot in view of the new ground(s) of rejection. 

Applicant argues that Kung does not suggest the mode changing unit that 
change the mode of connection between a caller terminal and a mobile station 
from a conversation mode to a text-based mail sending mode upon receiving a 
request from a caller terminal. 

Examiner respectfully disagrees, and would like to further point to column 
38, lines 13-34, wherein Kung further discloses the fact that a caller making an 
audio mode call (conversation mode) to a called party, and pressing the relevant 
option to initiate a data call (changing to text-based mode) and sending an email 
to called user. 
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Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

2. Claim 1-2, 4-8 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Toy et al. (hereinafter Toy; US 6192115) in view of Koster 
(US 6259914) further in view of Kung et al. (US 6373817; hereinafter Kung). 

Regarding claim 1, Toy discloses a notification system for notifying 
information about a mobile station capable of using international roaming service 
(Abstract; Col 2, lines 9-10), comprising: 

an information storing unit (databases Fig.1 , nos. 22,23) that stores 
information about a mobile station which belongs to a first network in a first 
country, said information including a fact whether said mobile station is moved to 
a second country and registered as a visitor station in said second country or not 
(Col 1 , lines 41-53; Col 2, lines 1-26; Col 3, lines 51-52)); 

a notification unit (Col 3, lines 53-58) that refers to said information storing 
unit when said mobile station is called by a caller terminal within said first 
network to detect whether said mobile station is registered as said visitor station 
in said second country or not, and notifies said caller terminal of the registration 
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of said mobile station before a connection between said caller terminal15 and 
said mobile station is established, when said mobile station is registered as said 
visitor station in said second country (Col 2, lines 16-26). 

a location obtaining unit that obtains location of said mobile station (Col 2, 
lines 16-26); 

a visitor registration unit that registers said mobile station as a visitor 
station in said second country to have said mobile station capable of establishing 
a connection via a second network in said second country when said mobile 
station moves to said second country and requests for the registration (Col 2, 
lines 16-26); 

a reporting unit that reports said registration of said mobile station to said 
location obtaining unit, wherein said location obtaining unit stores information 
about said registration of said mobile station in said information storing unit (Col 
2, lines 16-26; Col 5, lines 37-40); and 

a retaining unit that temporary retains establishing a connection between 
said caller terminal and said mobile station (holding for information before 
making/completing the call Col, 2, lines 1-6; 43-47). 

Toy discloses all the particulars of the claim, but was unclear on the 
international roaming aspect (Col 2, Iines1-15). 

However, Koster does disclose international roaming services (Abstract) 
and an HLR and a VLR to conduct registration. 

It would have been obvious to one ordinarily skilled in the art at the time of 
invention to combine Toy's disclosure with Koster to provide international 
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(country to country) registration information for caller of called party to establish 
calling charges, for improved billing accuracy. 

Toy in view of Koster discloses all the particulars of the claim except for 

a mode changing unit that changes mode of a connection between said 
caller terminal and said mobile station from a conversation mode to a text-based 
mail sending mode upon receiving a request from said caller terminal, 

wherein if said mode changing unit that changes from the conversation 
mode to the text-based mail sending mode upon receiving the request from said 
caller terminal, the notification system allows said caller terminal to send a text- 
based mail message to said mobile station. 

However, Kung does disclose a mode changing unit that changes mode of 
a connection between said caller terminal and said mobile station from a 
conversation mode to a text-based mail sending mode upon receiving a request 
from said caller terminal (Col 10, lines 57-63; furthermore, Col 38, lines 13-34), 

wherein if said mode changing unit that changes from the conversation 
mode to the text-based mail sending mode upon receiving the request from said 
caller terminal, the notification system allows said caller terminal to send a text- 
based mail message to said mobile station (Col 38, lines 13-34). 

It would have been obvious to one ordinarily skilled in the art at the time of 
invention to be able to send text-base messages instead of talking to the called 
party if parties are not simultaneously available. 
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Regarding claim 2, Toy discloses a notification system as set forth in 
Claim 1, further comprising a calculating unit that calculates telephone fee 
charged to said caller terminal when said connection between said caller terminal 
and said mobile station registered as said visitor station in said second country is 
established, wherein said notification unit notifies said caller terminal of the 
telephone fee calculated by said accounting unit in addition to said registration 
before said connection between said caller terminal and said mobile station is 
established, when said mobile station 10 is registered as a visitor station in said 
second country (Abstract; Col 1, lines 41-53; Col 2, lines 1-15). 

Regarding claim 4, Toy discloses a notification system as set forth in claim 
2 further comprising: 

a location obtaining unit that obtains location of said mobile station (Col 2, 
lines 16-26); 

a visitor registration unit that registers said mobile station as a visitor 
station in said second country to have said mobile station capable of establishing 
a connection via a second network in said second country when said mobile 
station moves to said second country and requests for the registration (Col 2, 
lines 16-26); and 

a reporting unit that reports said registration of said mobile station to said 
location obtaining unit, wherein said location obtaining unit stores information 
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about said registration of said mobile station in said information storing unit (Col 

2, lines 16-26; Col 5, lines 37-40). 

Regarding claim 5, Toy discloses a notification system as set forth in claim 

3, wherein said visitor registration unit deletes said registration of said mobile 
station as said visitor station upon receiving request from said mobile station, 
said reporting unit reports said deletion of said registration of said mobile station 
to said location obtaining unit, and said location obtaining unit deletes said 
information about said registration information in said information storing unit (Col 
2, lines 16-38). 

Regarding claim 6, Toy discloses a notification system as set forth in claim 

4, wherein said visitor registration unit deletes said registration of said mobile 
station as said visitor station upon receiving request from said mobile station, 
said reporting unit reports said deletion of said registration of said mobile station 
to said location obtaining unit, and said location obtaining unit deletes said 
information about said registration information in said information storing unit (Col 
2, lines 16-38). 

Regarding claim 7, Toy discloses a notification system as set forth in claim 
1 , further comprising an accounting unit that charges paid caller terminal for 
notification of said notification unit (Col 2, lines 56-59). 
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Regarding claim 8, Toy discloses a notification system as set forth in 
Claim 2, further comprising an accounting unit that charges said caller terminal 
for notification of said notification unit (Col 2, lines 56-59). 

3. Claim 9, 10, are rejected under 35 U.S.C. 103(a) as being a, 

unpatentable over Toy in view of Koster further in view of Kungjn further 

r 

view of Dunn. 

Regarding claim 9, Toy in view of Koster in further view of Kung discloses 
all the particulars of the claim except for a notification system as set forth in claim 
1 , further comprising a time calculation unit that calculates local time of said 
second country, wherein said notification unit notifies said caller terminal of said 
local time in addition to said registration, when said mobile station is registered 
as a visitor station in said second country. 

However, Dunn does disclose a notification system as set forth in claim 1, 
further comprising a time calculation unit that calculates local time of said second 
country, wherein said notification unit notifies said caller terminal of said local 
time in addition to said registration, when said mobile station is registered as a 
visitor station in said second country (Abstract; Col 2, lines 18-30; Col 3, lines 43- 
45,49-51). 

It would have been obvious to one ordinarily skilled in the art at the time of 
invention to incorporate Dunn's feature with Toy to provide users with more 
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information options, so that caller may exercise better judgment and be better 
informed of called party circumstances. 

Regarding claim 10, Toy in view of Koster in further view of Kung 
discloses all the particulars of the claim except for a notification system as set 
forth in claim 2, further comprising a time calculation unit that calculates local 
time of said second country, wherein said notification unit notifies said caller 
terminal of said local time in addition to said registration, when said mobile 
station is registered as a visitor station in said second country. 

However, Dunn does disclose a notification system as set forth in claim 1, 
further comprising a time calculation unit that calculates local time of said second 
country, wherein said notification unit notifies said caller terminal of said local 
time in addition to said registration, when said mobile station is registered as a 
visitor station in said second country (Abstract; Col 2, lines 18-30; Col 3, lines 43- 
45,49-51). 

It would have been obvious to one ordinarily skilled in the art at the time of 
invention to incorporate Dunn's feature to provide users with more information 
options, so that caller may exercise better judgment and be better informed of 
called party circumstances. 
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4. Claim 11, 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Toy in view of Koster further in view of Kung^n further 
view of Asano et al. (hereinafter Asano). 

Regarding claim 1 1 , Toy in view of Koster in further view of Kung 
discloses all the particulars of the claim except a notification system as set forth 
in claim 1 , further comprising a translation unit that aids translation of 
conversations between users of said caller terminal and said mobile station. 

However, Asano does disclose a notification system as set forth in claim 
1 , further comprising a translation unit that aids translation of conversations 
between users of said caller terminal and said mobile station (Col 5, lines 64-67; 
Col 6, lines 1-13). 

It would have been obvious to one ordinarily skilled in the art at the time of 
invention to incorporate a translation unit to facilitate communication between 
different language users. 

Regarding claim 12, Toy in view of Koster in further view of Kung 
discloses all the particulars of the claim except a notification system as set forth 
in claim 2, further comprising a translation unit that aids translation of 
conversations between users of said caller terminal and said mobile station. 

However, Asano et al. (hereinafter Asano) does disclose a notification 
system as set forth in claim 1, further comprising a translation unit that aids 
translation of conversations between users of said caller terminal and said mobile 
station (Col 5, lines 64-67; Col 6, lines 1-13). 
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It would have been obvious to one ordinarily skilled in the art at the time of 
invention to incorporate a translation unit to facilitate communication between 
different language users. 

5. Claim 17-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Koster in view of Frey et al. (US 6535596; hereinafter 
Frey) further in view of Kung et al. (US 6373817; hereinafter Kung). 

Regarding claim 17, Koster discloses a notification system for notifying 
information about a mobile station capable of using an international roaming 
service, comprising: 

an information storing unit that stores information about a mobile station 
which belongs to a first network in a first country, said information including a fact 
whether said mobile station is moved to a second country and registered as a 
visitor station in said second country or not (Abstract); 

a visitor registration unit for registering said mobile station as a visitor 
station in said second country so as to have said mobile station be capable of 
establishing a connection via a second network in said second country when said 
mobile station moves to said second country and requests the registration, the 
visitor registration unit being part of the second network in the second country 
(Abstract); 

a reporting unit for reporting said visitor registration of said mobile station 
to said location obtaining unit, the location obtaining unit storing information 
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about said visitor registration in said information storing unit (Fig. 1; Col 4, lines 
48-65); 

Koster discloses all the particulars of the claim except for 
a notification unit for referring to said information storing unit to detect, 
when said mobile station is called by a caller terminal within said first country, 
whether the mobile station is registered as a visitor station in the second country, 
and, if the mobile station is registered as a visitor in the second country, for 
notifying said caller terminal of the registration of said mobile station before a 
connection between said caller terminal and said mobile station is established; 
and 

a retaining unit for temporarily retaining establishing a connection between 
said caller terminal and said mobile station upon instruction from said caller 
terminal before the connection between said caller terminal and said mobile 
station is established at least until the user of said caller terminal selects one of a 
at least one subsequent operation at least including restarting establishing the 
connection between said caller terminal and said mobile station and terminating 
establishing the connection between said caller terminal and said mobile station. 

However, Frey does disclose 

a notification unit for referring to said information storing unit to detect, 
when said mobile station is called by a caller terminal within said first country, 
whether the mobile station is registered as a visitor station in the second country, 
and, if the mobile station is registered as a visitor in the second country, for 
notifying said caller terminal of the registration of said mobile station before a 
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connection between said caller terminal and said mobile station is established 
(Col 8, lines 18-25; Col 6, 60-65); and 

a retaining unit for temporally retaining establishing a connection between 
said caller terminal and said mobile station upon instruction from said caller 
terminal before the connection between said caller terminal and said mobile 
station is established at least until the user of said caller terminal selects one of 
the subsequent operation at least including restarting establishing the connection 
between said caller terminal and said mobile station and terminating establishing 
the connection between said caller terminal and said mobile station (Fig. 4; Col 7, 
line 59 - Col 8, line 42). 

It would have been obvious to one ordinarily skilled in the art at the time of 
invention to combine Frey's disclosure to delegate charges correctly and to 
improve billing methodology, for improved billing accuracy. 

Koster in view of Frey discloses all the particulars of the claim except for 
a mode changing unit that changes mode of a connection between said 
caller terminal and said mobile station from a conversation mode to a text-based 
mail sending mode upon receiving a request from said caller terminal, 

wherein if said mode changing unit that changes from the conversation 
mode to the text-based mail sending mode upon receiving the request from said 
caller terminal, the notification system allows said caller terminal to send a text- 
based mail message to said mobile station. 
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However, Kung does disclose a mode changing unit that changes mode of 
a connection between said caller terminal and said mobile station from a 
conversation mode to a text-based mail sending mode upon receiving a request 
from said caller terminal (Col 10, lines 57-63; furthermore, Col 38, lines 13-34), 

wherein if said mode changing unit that changes from the conversation 
mode to the text-based mail sending mode upon receiving the request from said 
caller terminal, the notification system allows said caller terminal to send a text- 
based mail message to said mobile station (Col 38, lines 13-34). 

It would have been obvious to one ordinarily skilled in the art at the time of 
invention to be able to send text-base messages instead of talking to the called 
party if parties are not simultaneously available. 

Regarding claim 18, Frey discloses the notification system as set forth in 
Claim 17, further comprising a mode changing unit that changes mode of a 
connection between said caller terminal and said mobile station from a 
conversation mode to a mail sending mode (to voicemail number) upon receiving 
a request from said caller terminal, wherein said subsequent operations further 
including changing the mode of the connection between said caller terminal and 
said mobile station from the conversation mode to the mail sending mode, and 
when the user of said caller terminal selects said changing the mode of the 
connection from the conversation mode to the mail sending mode, said mode 
changing unit changes the mode of the connection between said caller terminal 
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and said mobile station from the conversation mode to the mail sending mode 
(Col 9, lines 37-40). 

Claims 18 further claims another said subsequent operation of claim 17, 
which states that only one selection of the subsequent operations are required 
for the system. Therefore, the subsequent operation claimed in 18 is not 
necessary to reject the claimed system. 

Claim 20 is similarly rejected, as it claims another subsequent operation of 
claim 17, which only one subsequent operation is required by the system and 
was rejected in claim 17, rendering claim 20 inapplicable. 

Regarding claims 19, Frey already disclosed in claim 17 that it is only 
necessary to select one of the subsequent operation; therefore, a subsequent 
operation of terminating establishing the connection between said caller terminal 
and said mobile station was disclosed by Frey (Fig. 4; Col 7, line 59 - Col 8, line 
42), rendering claim 19 to be inapplicable. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from 
. the examiner should be directed to Chuck Huynh whose telephone number is 
571-272-7866. The examiner can normally be reached on M-F 8am-5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Due Nguyen can be reached on 571-272-7503. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



Chuck Huynh 
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